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Qpi ni on by Bucher, Adm nistrative Trademark Judge:

Fetal Fotos, Inc. seeks registration on the Suppl enent al
Regi ster of the mark FETAL FOTOS for goods identified, as

anended, as “pre-recorded videocassettes featuring

phot ographic i mages of a fetus” in International Cass 9 and
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“phot ographic prints of inmages of a fetus”! in International
Class 16, as well as services recited as “providing visual

i mges of a fetus through ultrasound,”? in International C ass
42.

| nasnmuch as both of these applications involve common
guestions of law and fact, and each has been treated in
substantially the same nmanner by the applicant and by the
Trademar k Exam ni ng Attorney, we have consolidated these two
appeal s by issuing a single decision.

The Trademark Exam ning Attorney issued final refusals to
register in both applications, under Section 23 of the
Trademark Act, 15 U.S.C. 81091, on the ground that applicant’s
mark i s incapable of identifying and distinguishing its goods
and services, i.e., that FETAL FOTOS is a generic nane for the

identified goods and recited services.

! Application Serial No. 75825851, a conbined cl ass application
for these two classes of goods, was filed on Cctober 18, 1999 for
registration on the Principal Register, based upon applicant’s

al l egation of use anywhere at |east as early as February 21, 1994
and use in comerce at |east as early as March 29, 1994. On April
19, 2001, applicant anended its application to seek registration on
t he Suppl emental Register.

2 Application Serial No. 75825852 was filed on October 18, 1999
for registration on the Principal Register, based upon applicant’s
al l egati on of use anywhere at |east as early as February 21, 1994
and use in comerce at |least as early as March 29, 1994. On April
19, 2001, applicant anended its application to seek registration on
t he Suppl enental Register.
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Appl i cant has appeal ed in both applications. Both
applicant and the Exam ning Attorney have filed briefs and
bot h appeared at an oral hearing held before the Board.

W affirmthe refusals to register.

As a prelimnary matter, we note that applicant has
anended both applications to seek registrations on the
Suppl enent al Register. Accordingly, while the briefs of
applicant and of the Trademark Exam ning Attorney continue to
argue the issue of nere descriptiveness and the factual
guestion of acquired distinctiveness, we find that the sole
i ssue before us is whether this termis generic, and hence
i ncapabl e of registration on the Suppl enental Register.

Wth respect to the question of genericness, applicant is
correct in pointing out that the Ofice has the burden of
provi ng genericness by “clear evidence” thereof. Inre

Merrill, Lynch, Pierce, Fenner & Smth, Inc., 828 F.2d 1567, 4

UsP2d 1141, 1143 (Fed. Cir. 1987). The critical issue in
genericness cases i s whether nmenbers of the relevant public
primarily use or understand the term sought to be registered
to refer to the category or class of goods or services in

guestion. In re Wnen' s Publishing Co. Inc., 23 USPQ2d 1876,

1877 (TTAB 1992). CQur primary review ng court has set forth a
two-step inquiry to determ ne whether a mark i s generic:

First, what is the category or class of goods at issue?
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Second, is the termsought to be registered understood by the
rel evant public primarily to refer to that category or class

of goods or services? H_ Mrvin Gnn Corporation v.

I nternational Association of Fire Chiefs, Inc., 782 F.2d 987,

228 USPQ 528, 530 (Fed. Cir. 1986).

Addressing the first part of the G nn genericness
inquiry, we find that the genus of goods or services at issue
inthis case is the picture or photo of a fetus created by
ul trasound i magi ng (or sonography). Cdearly, there may be
nore than one “name” for a product or service. Accordingly,
the instant record shows, and applicant does not dispute, that
there are many pernutations of these words, all of which may
serve as generic designations for these keepsake products and
the service that provides them (e.g., ultrasound imge,
ul trasound picture, sonogram picture, fetal image, fetus
photo, fetal picture, etc.).

We turn next to the second part of the G nn genericness
inquiry: whether the matter applicant seeks to register,
FETAL FOTQOS, is understood by the relevant public primarily to
refer to the genus of goods and services at issue, i.e.,

vi deocassettes and phot ographic prints of inmages of a fetus and
the service of providing these visual inmges through

ul t rasound.
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The Trademark Exam ning Attorney contends that “[i]n the
present case, the class of services herein are [sic] exactly
what the proposed mark indicates, photographs of fetus [sic].”
The Trademark Exam ning Attorney argues, further, that “fotos”
is phonetically identical to “photos” and, thus, applicant’s
mark is essentially identical to “fetal photos”; and that
“fetal photos” is the generic nane for a category or genus of
goods and services which includes applicant’s photographic
prints and vi deocassettes featuring photographic i mages of a
fetus as well as providing visual imges of a fetus through
ul t rasound.

By contrast, applicant argues that the Trademark
Exam ni ng Attorney has not sustained her burden of proof.
Applicant contends that the evidence does not show any generic
use of its specific mark, FETAL FOTCS; that the dictionary
definitions do not show a common under standi ng of applicant’s
goods and services as recited; and that contrary to the
contentions of the Trademark Exam ning Attorney, this record
proves that its clainmed mark woul d be perceived as a source
identifier.

In support of her position, the Trademark Exam ning
Attorney submitted dictionary definitions, excerpts from

Internet websites, as well as excerpts fromarticles found in
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the LEXI S/ NEXI S dat abase.®* These hits included use of the term
“fetal photo” and “fetus photo,” such as the follow ng:

HeaDLINE:  “Baby Pictures: A Fetal Photo, or a
Littl e Hone Movie of Baby Wthin the Wnb?”
The State (Col unbia, SC), March 4, 2001.

. 000.

HeaDLINE:  “ Technol ogy gives ‘baby pictures’ a 3-

D i mage”
Atl anta Perinatal purchased its first
machi ne in 1999, and began advertising its
fetal photo service late |ast year. For
about $200 the practice offers any
pregnant woman — whet her a patient of the
practice or ...

The Atlanta Journal and Constitution, My 30,

2001.

. 000.

HeEaDLINE:  “*9 Months,” The birth of a
publication for nons-to-be”
... Ni ne- nont hs- pregnant beauty revels in
one sequence of photos and Lennart
Ni | sson’s justly fanmous 1965 devel opi ng
fetus photos are reprinted. Wile the
text seens alive to the nysteries of birth
and renewal, the tone is refreshingly

subdued...
USA Today, Decenber 14, 1989.
. 000.
HeEaADLINE: “Artist’s style catches eyes at arts

counci|l show
Lezlie Cul berson invites viewers to
journey back to the wonb in her three-

3 It is true that many of the LEXIS/ NEXIS excerpts refer to the
use of unsettling pictures of aborted fetuses used by anti-abortion
protestors — not the products of the fetal keepsake phot ography and
video industry. However, the fact that the technol ogy and purpose
behi nd these reported incidents are far renoved from applicant’s
goods and services does not defeat the value of the renmaining usages
that are clearly gernane to applicant’s commercial enterprise.
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di nensi onal panels veneered with textural
fetus photographs...
The Virginian-Pilot (Norfolk, VA, My 4, 1997.

. 000.

HeaDLINE:  “Mountai n Bi kes, M crobrews and Baby

Cl ues”
One truly bright spot is the use of the
famous fetus photos from Lennart Nilsson's
book, “A Child is Born,” wherein an
obstetrician appears in utero to point out
fascinating fetal ...

The San Francisco Chronicle, July 9, 1995.

Yet, throughout the prosecution of these applications,
applicant has repeatedly argued that “fetal photos” has not
been shown to be a termused to describe its goods and
services. However, in addition to the LEXI S/NEXI S excerpts
reproduced above, according to an article that appeared as a
source docunent in several different webpages placed into the
record by the Trademark Exam ning Attorney, it appears that in
the world of photography, the term*®“fetal photography” is now
atermof art. See e.g., “Shooting the Mdther: Fetal

Phot ography and the Politics of Disappearance,” Canmera Cbscura

28, Wnter 1993, Duke University Press.*
Appl i cant argues that a photograph is not the equival ent

of ultrasound inmaging. However, the application |isting goods

4 This is a U S. publication cited in several different webpages,
i ncl udi ng that of
http://ww. arts. ual berta.ca/ %WE wi |l lian wom&phot 0. ht m
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herein uses the terns “photographic i mages” and “phot ographic
prints” in the identifications of goods. Moreover, applicant
uses the termnology in the specinens of record in these
applications. In its brochure (reduced in size as reproduced
bel ow), applicant describes the “30 m nute ultrasound session”
as an experience that provides the expectant nother the
opportunity to take home four still photographs of her unborn

child — her “Baby’s First Photos”:

An Ultrasound experience

“that you and your family 1 =

will treasure...

FETAL Fors

Carrowwan Mot
433 Suury bisneano Do Sune 2107
i

However, applicant argues that the website and speci nens

of record do not support the conclusions drawn by the



Serial Nos. 75825851 and 75825852

Trademar k Exam ning Attorney, and that “Your Baby’'s First
Photos” is itself used as a tradenark:

The Exami ning Attorney also attenpts to use
phrases produced from Applicant’s website to
show generic usage. The phrase, “Fetal Fotos
of fers expectant parents a chance to record an
ul trasound picture of their unborn child,” uses
the phrase “ultrasound picture.” This term has
no bearing on the issue of genericness for
Applicant’s mark. An ultrasound picture is

i ndeed a generic term A picture is not
necessarily a photograph, since it is not
limted to i nages created by photography. The
phrase, “Your baby’'s first photos,” is indeed
used as a trademark. No one actually thinks
Applicant is providing a photograph of a living
fetus. Rather, the phrase is suggestive of
Appl i cant’ s goods and services because it
requires the imgination, thought, and
perception for consuners to reach a concl usion
as to the nature of Applicant’s services [cite
omtted].

(Applicant’s reply brief, p. 6)

The Trademark Exam ning Attorney has placed a variety of
articles in the record that discuss the underlying technol ogy.
These excerpts show that ultrasound imaging is a common
nmedi cal di agnostic procedure that uses high-frequency sound
waves to produce dynam c i nages (sonograns). In nedica
settings, prenatal ultrasound exam nations are performed by
trai ned professionals, such as sonographers, radiologists or
obstetricians. For exanple, obstetricians use ultrasound at a
very | ow power |evel to check the size, |ocation, nunber, and

age of fetuses, the presence of sone types of birth defects,
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fetal novenent, breathing, and heartbeat. The procedure

i nvol ves using a transducer, which sends a stream of high-
frequency sound waves® into the body and detects their echoes
as they bounce off internal structures. The sound waves are
then converted to electric inpulses, which are processed to
forman i mage di spl ayed on a conputer or video nmonitor. In
applicant’s brochure, it refers to a “large 19 inch tel evision
screen.” It is fromthese imges that conputer printouts,

vi deos and portraits are nade.

VWil e applicant’s underlying 3-D sonography is quite
simlar to that performed by a radiologist or obstetrician,
applicant’s goods and services represent the extension of
fetal imaging technology fromthe field of diagnostic nedicine
to the keepsake industry:

An ultrasound is generally used as a diagnostic
tool in the practice of nedicine to determ ne
the health of a fetus. However, applicant

provi des the services of using this diagnostic
tool to present the consumer with a nmenorabl e
ul trasound i mage of the unborn baby, which the
consuner can preserve as a keepsake. In order
for a consumer to determne the nature of
Applicant's goods and services, the consuner
nmust perceive the comon use of photographs to

preserve as a keepsake a nenorable picture of a
person to view on future occasions. Then, the

> In answering the question of “Wat is ultrasound?,” applicant’s

brochure says these are “low frequency sound waves.” The rest of
the record suggests that applicant would be nore accurate in its
attenpts to reassure potential customers by touting these goods and
services as involving |l owlevels of high-frequency sound waves.
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consuner nust inmagi ne preserving an ultrasound
i mge for the sane purpose, even though

ul trasound i mages are typically diagnostic
tools. The consuner nust al so i nagine the

ul trasound i mage being framed for display in a
simlar fashion as photographs. 1In other
words, Applicant's mark suggests to consuners
anot her purpose of an ultrasound inage besi des
use as a diagnostic tool. It suggests that
Appl i cant provi des goods and services rel ated
to providing decorative keepsakes for
preserving an i mage of an unborn child.

(Applicant’s reply brief, p. 9)
Applicant argues that given the definitions of a “photo”
pl aced into the record, its imges cannot be seen as photos:
...[T] he definition provided by the Exam ni ng
Attorney clearly defines a photo and a
phot ograph as an “i mage that has been produced
on photosensitive film or paper by the process
of photography.” Utrasound imges, however,
are produced by ultrasonic sound waves and are
not produced on photosensitive filmor paper by
t he process of photography. Accordingly,
ul trasound i mages are not “photos.”
(Applicant’s reply brief, p. 3)

We find this particular argunent disingenuous. Wile the
sound waves are converted to electric inpulses, which are in
turn processed to forman image on an ultrasound nonitor, a
picture quality printout of this inmage will be perceived by

consuners as a “photo” as surely as woul d ot her graphic inmages

printed out fromany such peripheral device.® See LEXI S/ NEXI S

6 In its appeal brief, applicant has offered to anend the

identifications of goods in application Serial No. 75825851 to
(this note is continued on the next page)
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stories submtted by the Trademark Exam ning Attorney, for
exanple, “A Mdther’s Day Sanpler — Expectant nothers’ new show

and tell: ultrasound snapshot,” St. Petersburg Tinmes, My 10,

1987.

Appl i cant concedes that the word “photos” is suggestive
or, at worst, nerely descriptive, of applicant’s goods and
services but contends that it is not their generic
desi gnation. However, as we have seen, applicant’s brochure
uses the word “photo” repeatedly, as does applicant’s own
webpage (e.g., “...the best still 3-D photo results cone when

baby is asleep or still.” ww. fetalfotosusa.com faq. htn

(enmphasi s supplied).

W find that applicant is in the business of obtaining
and providing fetal portraits or videos. Applicant’s brochure
and webpages are consistent with the evidence the Trademark
Exam ning Attorney has placed into the record that a

phot ograph is often the result of an ultrasound exam nation of

repl ace the word “photographic” with the term “ultrasonographic.”
Consi stent with our understandi ng of the underlying technol ogy and
the nost precise terninology for the identifications of goods
herein, it may well be accurate to do this in the International
Class 9 identification (so that it would be “pre-recorded

vi deocassettes featuring ultrasonographic i mages of a fetus”) but
not with the International Cass 16 identification where the word
“phot ographic” correctly nodifies the resulting paper product — not
the source image. |In any case, this proposed anendnent was not
timely proffered, and even if it had been tinely offered and
accepted by the Trademark Exam ning Attorney, it would not change
the result herein.
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an unborn child in utero — and especially when this technol ogy
is used for entertai nment.’

Alternatively, applicant argued in its brief and at the
oral hearing that even if we should determ ne that the term
“fetal photos” is generic for applicant’s goods and servi ces,
it does not follow that applicant’s mark FETAL FOTCS i s
simlarly generic. Applicant argues that the Trademark
Exam ning Attorney has failed to show that nmenbers of the
rel evant public will perceive this msspelled termas the
generic equivalent of “Fetal Photos.” Furthernore, as to the
i npact of applicant’s adopting as its mark this m sspelled
term applicant argues that it is nost relevant that fifty-
three of its custoners executed decl arations evidencing the
di stinctiveness of the FETAL FOTCS term  Applicant argues
that the Trademark Exam ning Attorney has not countered this
evi dence and that she has failed “to show that the rel evant

consum ng public principally perceives the mark FETAL FOTCS as

! “Journey to birth — Second Trinmester; weighing the risks,

benefits, of testing,” Star Tribune (M nneapolis, M), June 11,
2001; “Health passes fromMmto Child,” Al buguerque Journal,
May 13, 2001; “Baby Pictures: A Fetal Photo, or a Little Home
Movie of Baby Wthin the Wnb?” The State (Colunbia, SC), March
4, 2001; “Baby’s First Picture,” The Macon Tel egraph, Decenber
4, 2000; “Wnen buy Sonogranms when Insurers Wn’'t,” The Dayton
Daily News, January 6, 1994.
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the generic equivalent of ‘fetal photos’ ..” (Applicant’s
reply brief, p. 7)

However, the Trademark Exam ning Attorney is neither
equi pped nor conpelled to conduct a survey to denonstrate how
the rel evant consum ng public principally perceives this
particular term Under our precedent, we note that
applicant’s use of a m sspelling does not require a contrary
conclusion. That is, applicant should not be able to obtain a
registration for a generic termnerely by using a msspelling.

See, J. Thomas McCarthy, MCarthy on Tradenmarks and Unfair

Conpetition, §12:38 (4'" ed. June 2001).

In conclusion, we find that FETAL FOTOS nanes applicant’s

identified goods and services and is, therefore, generic and

i ncapabl e of registration on the Suppl enental Register.

Decision: The refusals to register under Section 23 of

the Act are hereby affirned.



